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Kirtsaeng v. John Wiley & Sons, Inc., 568 U.S. 519

Copy Citation

Supreme Court of the United States
October 29, 2012, Argued; March 19, 2013, Decided

Mo. 11-697
Reporter
568 U.S. 519 * | 133 S. Ct. 1351 ** | 185 L. Ed. 2d 392 *** | 2013 U.S. L EXIS 2371 **** | 106 U.S.P.0Q.2D (BNA) 1001 | 81

U.5.L.W. 4167 | Copy. L. Rep. (CCH) P20,396 | 75 A.L.R. Fed. 2d 767 | 35 Int'l Trade Rep. (BNA) 1049 | 41 Media L. Rep. 1441
| 24 Fla. L. Weekly Fed. S 87

SUPAP KIRTSAENG, dba BLUECHRISTINES9, Petitioner v. JOHN WILEY & SONS, INC.
Notice: The LEXIS pagination of this document is subject to change pending release of the final published version.
Subsequent History: As Amended April 4, 2013.

Prior History: [****1] ON WRIT OF CERTIORARI TO THE UNITED STATES COURT OF APPEALS FOR. THE SECOND CIRCUIT
John Wiley & Sons, Inc. v. Kirtsaeng, 654 F.3d 210, 2011 U.S. App. LEXIS 16830 (2d Cir. N.Y., 2011)

Disposition: 654 F.3d 210, reversed and remanded.
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Legal Issue Trail™: Apple Inc. v. Samsung Elecs. Co., 809 F.3d 633

Citations (6)

| |G 2 B el

Apple Inc. v. Samsung Elecs. Co., 809 F.3d 633 cited the following cases for this issue

1. @ Apple, Inc. v. Samsung Elecs. Co., 2014 U.S. Dist. LEXIS 119963

Nor dees Samsung dispute that it could accomplish all relevant design-arounds within the sunset peried. In light of these repeated
admissions, Samsung fails to demenstrate that it would suffer any hardship. See, e.g., Douglas Dynamics , 717 F.3d at 1345 ("l indeed
Buyers had a nen-infringing alternative which it could easily deliver to the market, then the balance of hardships would suggest that Buyers
should halt infringement and pursue a lawful course of market conduct.”); Brocade , 2013 U.S. Dist. LEXIS 4834 , 2013 WL 140039 , at*5
("A10's witnesses also stated at trial that A10 could easily design around Brocade's patented claims.

The following cases cited Apple Inc. v. Samsung Elecs. Co., 809 F.3d 633 for this issue

2. @ Apple Inc.v. Samsung Elecs. Co., 816 F.3d 788

This is our third appeal in this case. In the first appeal, we reversed the district court's order granting a preliminary injunction enjoining
Samsung from selling one of its smartphones in the United States based on a patent no longer at issue in this case. Apple Inc. v. Samsung
Elecs. Co., 695 F.3d 1370 (Fed. Cir. 2012) ( "Apple I }. In the second appeal, we vacated a district court remedial order denying Apple's
request for a permanent injunction that would have enjoined Samsung from "making, using, selling, developing, advertising, or importing into
the United States software cr cede capable of implementing the infringing features [of the '647 | the '721 , and the 172 patents Jin its
products.” Apple Inc. v. Samsung Elecs. Co. , 808 F.3d 633 , 638 (Fed. Cir. 2015} . The district court decision and our reversal addressed the
appropriateness of injunctive relief for assumed infringement. That decision did not address or resolve the merits of the underlying case that
is now before us. In this third appeal, we confront the core infringement and invalidity issues with respect to the asserted patents

Endo Pharms., Inc. v. Amneal Pharms., LLC, 2016 U.S. Dist. LEXIS 57420

When a patentee alleges it suffered irreparable harm stemming from lost sales solely due to a competitor's infringement, a finding that the
competitor's infringing features drive consumer demand for its products satisfies the causal nexus inquiry. |d. at 641 . But this rule is neither
categorical nor is it mechanically applied; the four-factor eBay analysis exists because it may well be impossible if for the patentee to proffer
affirmative evidence showing direct causation

4. @ Presidio Components, Inc. v. Am. Tech. Ceramics Corp., 2016 U.S. Dist. LEXIS 110212

But those sales and the resulting hamm caused by the sales became infringing and unlawful on December 8, 2015 once the reexamination
certificate with the amended claims issued. ATC's ongoing sales of infringing products, whether resulting from new or historical design wins
result in ireparable harm to Presidio. Further, the Federal Circuit has explained that " [tjhe causal nexus requirement ensures that an
injunction is only entered against a defendant on account of a harm resulting from the defendant’s wrongful conduct, [and] that an injunction
is not entered on account of ‘irreparable harm caused by otherwise lawful competition.™ Apple , 809 F.3d at 640 .

Selected Passage: Moreover, Apple's proposed [*6] injunction included a 30-day "sunset period” that would stay enforcement of the injunction until 30 days after it was entered by the district court, during which Samsung could design around the
infringing features. This "sunset period” coincided with Samsung's representations at tnal that it could remove the infringing features from its products quickly and easily. Injunction Order 2014 U.S Dist. LEXIS 119963, [W1] at =20-22
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